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REMARKS 

Claims 1-9 are pending and under consideration. No new matter is presented in this 
Amendment. 

Obviousness Type Double Patenting Rejection. 

At pages 2, 3 and 4 of the Office Action, claims 1-9 are provisionally rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable over 
enumerated claims in several co-pending patent applications. The Examiner refers to the 
applications by publication number rather than application number. In each instance, the 
Examiner alleges that claims 1-9 are "substantially identical" to the enumerated claims in the co- 
pending applications. The co-pending application numbers, the corresponding publication 
numbers and the enumerated claims are shown below in tabular form. 



Publication No. 


Application No. 


Alleged 
"Substantially 
identical claims" 


US2004/01 39395 


10/686,537 


1-7 


US2004/01 39394 


10/686,521 


1-24 


US2003/0049017 


10/170,419 


1-55 


US2004/0247292 


10/797,055 


1-18 


US2004/01 48627 


10/685,696 


1-9 


US2004/01 43853 


10/685,697 


1-20 


US2004/0141716 


10/685,699 


1-11 



The Examiner's rejections are respectfully traversed. In order for the claims to be 
"substantially identical," a 1 :1 correspondence between the claims in the application and the 
claims in the co-pending applications would be necessary. Only one of the applications, serial 
no. 10/685,696 includes a same number of claims (9) as the present application. However, all 
of the claims of the 10/685,696 application are related to a data storage medium, whereas all of 
the claims of the present application are related to an apparatus for reproducing AV data. Thus, 
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as between the present application and application no. 10/685,696, the claims are clearly not 
"substantially identical." 

Further, the Examiner's assertion of "substantially identical" would be more appropriate 
to a statutory double patenting rejection, for which a terminal disclaimer would not be 
appropriate, than to the judicially created obviousness type double patenting rejection, for which 
a terminal disclaimer would be appropriate. 

The Examiner has not provided an obviousness analysis as required by 
MPEP §804 II B 1 in support of an obviousness type double patenting rejection. 

It is respectfully requested that the Examiner withdraw the final rejection and provide an 
appropriate obviousness analysis as required by MPEP §804 II B, so that applicants may 
appropriately respond to the "obviousness type double patenting rejection," or withdraw the 
rejection and pass this application to issue. 

CONCLUSION: 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with filing of this Amendment, please charge 
the same to our Deposit Account No. 503333. 



1400 Eye St., N.W. 
Suite 300 

Washington, D.C. 20005 
Telephone: (202)216-9505 
Facsimile: (202)216-9510 



Respectfully submitted, 



STEIN, MCEWEN & BUI, LLP 





^bhn H. Stowe 
Registration No. 32,863 
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